Application No.: 10/630,535 



2 



Docket No.: 490102001500 



IN THE DRAWINGS 

Applicant requests amendment to Figure 1 as shown enclosed merely to label this 
drawing as prior art. All of the other figures are included here although they are not amended. 
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REMARKS 

Pending were Claims 1-22. The Examiner indicated that Claims 6 and 15 were merely 
objected to and otherwise allowiable. Claims 1-5, 7-14 and 16-22 stand rejected. 

Specifically, Claims 1-5, 7-14 and 16-22 stand rejected under 35 U.S.C. §103 as 
unpatentable over the admitted prior art in view of US Patent No. 4,764,732 to Dion et al, 
hereinafter Dion. The Examiner stated in pertinent part: 

However AAPA fails to disclose a switch coupling one of the second 
and third amplifier where the second and third attenuator between the 
first and second amplifier stages and an output terminal the optical 
receiver. Dion, from the same field of endeavor also discloses an 
optical receiver (column 1, lines 5-6) wherein a second amplifier is 
switch-able between two modes (column 1, lines 57-62) wherein a 
switch means switches and impedance in and out of the circuit 
(column 2, lines 7-10) in order to operate the amplifier in its first and 
second modes (column 2, lines 10-15), It is important to note that 
Dion teaches its set switching means can switch to reduce the second 
amplifier or to shut off the second amplifier completely while in the 
second mode (column 2, lines 37-44) effectively coupling a resistor 
while also de-coupling an amplifier. Therefore it would have been 
obvious to one of ordinary skill in the art to replace the variable 
attenuators with the switching modes as taught by Dion into the 
second and third amplification stages as taught by AAPA at the time 
of invention,... 

The Examiner indicated that Claims 6 and 15 were merely objected to but otherwise 
allowable. The Examiner is thanked for his indication of allowable subject matter. However since 
all the present rejections are traversed, no attempt has been made to put Claims 6 and 15 in 
independent form. 

Note that Claim 1 is amended here only to insert the word "either" in the final clause of 
the claim. This is not intended as narrowing but is merely a clarification and conforms Claim 1 to 
method Claim 12 which recites "coupling one of the stages to either amplify or attenuate an input 
signal..." Claim 1, even without this amendment, is clear that the switch recited in the final clause 
of Claim 1 couples "one of the second amplifier or the second attenuator". Thus the insertion of 
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"either" is merely clarification. The amendment to Claim 2 improves punctuation and is merely a 
matter of form. None of the amendments here are intended for reasons of patentability or are 
responsive to any rejection and not intended to narrow the claims. 

New Claims 23 and 24 added here are discussed below. 

As the Examiner clearly understands from his rejection, with respect to Figure 2 
illustrating a circuit in accordance with the invention, switches SI and S2 operate to coimect either 
the attenuator 40, which is a fixed attenuator, or the amplifier A224 in line. At any one time only 
one of these is connected. Also, at any one time one of them is indeed connected and there is no 
bypassing of the amplifier stage which includes attenuator 40 and amplifier 24. Thus as pointed out 
in the specification, switches SI and S2 are single pole double throw switches, as are switches S3 
and S4. (Note that the amendment here to the specification, paragraph 20, is merely to correct a 
typographically error and conforms paragraph 20 to paragraph 13, which is specific about the single 
pole double throw switches.) As pointed out in the Summary in paragraph 13 with this arrangement 
"The RF signal path is redirected when the reduction of gain is close to the gain of the amplifier. 
By directing the RF signal path, excessive noise and distortion due to unwanted gain and loss are 
eliminated and consequently, the NPR (noise power ratio) dynamic ranges increase." 

The arrangement shown in Figure 2, upon which Claim 1 reads, is not the same as the 
Dion reference. This is acknowledged by the Examiner since he rejected Claim 1 citing Dion in 
combination with present Figure 1. The Dion arrangement is different in several respects. First, in 
Dion Fig. 1, while there are two amplifier stages, the first stage includes only amplifier 25 and the 
second stage includes a variable gain inverting amplifier 31 and the ordinary amplifier 33. It is 
assumed that the Examiner is taking the variable gain inverting amplifier 3 1 to be the "attenuator" 
as recited in the present claims although this is not clear. It is clear, from Dion how this operates, 
see Dion column 2, beginning line 30: 

As a result in a change in the bias voltage applied to the second 
amplifier means the gain of the second amplifier means is 
substantially reduced or the second amplifier means may be switched 
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off in its second mode of operation. As a result, the amplifier of the 
present invention changes from a transimpedance amplifier having a 
good sensitivity over broad bandwidth operation to a follower 
amplifier of improved dynamic range. 

Further, see Dion column 3, beginning line 48: 

Also, the DC bias potential applied through the first amplifier means 
25 to variable gain amplifier 31 changes when resistor 19 is switched 
into circuit. By changing the bias voltage applied to the variable gain 
amplifier 31, the gain of amplifier 31 may be reduced effectively 
reducing feedback through resistor 17 or the amplifier 31 may be 
turned off. In the event amplifier 31 is tumed off, the output signal is 
taken at Vo '\ (Emphasis added.) 

Hence amplifier (variable gain inverting amplifier) 31 is switched on or off or partly 
tumed on. Moreover when it is tumed off its amplification is nil, since the signal bypasses 
completely both the variable gain amplifier 31 and amplifier 33 and the output signal as shown in 
Dion Fig. 1 is taken off at Vo" which is before the input terminal of variable gain inverting 
amplifier 3 1 . Hence the amplifier stage which includes variable gain inverting amplifier 3 1 and 
amplifier 33 is completely bypassed in this mode. 

In other words, in Dion Fig. 1 there are two modes of operation, in the first mode only 
the first amplifier 25 is operating and the second amplifier stage, including 31 and 33, is bypassed. 
In the second mode both amplifier 25 and the second amplifier stage, including components 31 and 
33, is in use and amplifying at least to some extent. 

As the Examiner acknowledges this is not at all the same as in accordance with the 
present invention where instead, see present Fig. 2, either attenuator 40 or amplifier 24 propogate 
the signal at any one time. Switches SI and S2 operate to switch in either attenuator 40 or amplifier 
24. Thus these are two components effectively connected in parallel by the switches so at any one 
time only one is actually connected in the circuit. 

Hence even the combination of Dion with the prior art of present Fig. 1 fails to meet 
Claim 1 . The combination as suggested by the Examiner results in switching the second amplifier 
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stage completely in or out of the circuit. Hence the teaching of Dion when applied to present Fig. 1 
would result in the second amplifier stage of present Fig. 1 , which includes amplifier 28 and 
variable gain attenuator 30, being switched in or out which means that when the second stage is 
switched out the output signal would be the output signal firom the first stage attenuator 26. In other 
words, Dion teaches switching the second amplifier stage in or out (or having it partially in). At no 
point does Dion suggest alternately using the amplifier or attenuator. He especially does not 
suggest using an amplifier or a fixed attenuator as shown in present Fig. 2. 

Hence it is respectfully submitted that even the cited combination fails to meet the final 
clause of Claim 1 "a switch coupling either one of the second amplifier or the second attenuator 
between the first amplifier stage and an output terminal of the optical receiver." Instead the 
combination as suggested by the Examiner results in a switch coupling both the second amplifier 
and the second attenuator in or out of the circuit together, where they are connected in series. 

However, such teachings do not meet Claim 1 and hence Claim 1 distinguishes over 
even the combination of references. 

Moreover as pertains to Claim 10, even the cited combination fails to meet Claim 10 for 
an additional reason. Dion teaches that in the second stage there is variable gain inverting amplifier 
31 followed by the ordinary amplifier 33. Assuming arguendo that variable gain inverting amplifier 
3 1 is a variable attenuator, it is just that a variable attenuator. In that sense it is the same as the 
second stage shown in prior art present Fig. 1 which has amplifier 28 and variable attenuator 30. 
There is no fixed attenuator here. Instead, Claim 10 recites that "the second attenuator is a fixed 
attenuator." Of course no such device is shown in Fig. 1 of the present application or in Dion and 
hence Claim 10 additionally distinguishes over the references for this reason. 

Claim 12 while not the same as Claim 1 does recite in its final clause "coupling one of 
the stages to either amplify or attenuate an input signal from the photodetector..." No such act is 
suggested even by the combination of present Fig. 1 and Dion, which as pointed out above instead if 
combined resuh in the second stage being discoimected completely rather than "to either amplifier 



pa- 1092696 



Application No.: 10/630,535 13 Docket No.: 490102001500 

or attenuate." Hence for at least this reason Claim 12 distinguishes over even the combination of 
references cited by Examiner. Claim 19 dependent on Claim 12 is similar to Claim 10 and hence 
additionally allowable for at least the same reasons as pertained to Claim 10 as pointed out above. 

New dependent Claims 23 and 24 are added here which are directed to similar subject 
matter and respectively depend on Claims 1 and 24 and hence allowable for at least the same 
reasons as the base claims. Further, each of Claims 23 and 24 recites "the switch is a single pole 
double throw switch. . ." "and further comprising a second single pole double throw switch coupling 
either one of the second amplifier or the second attenuator to the output terminal." Hence Claim 23 
reads on Fig. 2 which shows that each stage has two associated switches, for instance the stage 
including attenuator 40 and amplifier 24 is coupled by switches SI and S2, each being a single pole 
double throw switch, thus providing the parallelism in the circuit pointed out above. Nothing like 
that is shown in Dion or in present Fig. 1 . At most Dion has a single switch in series to connect or 
disconnect the second stage. There is no possibility or suggestion in Dion of two switches allowing 
the amplifier and attenuator to be coupled alternately. Hence Claim 23 and 24 are additionally 
allowable over the references for this reason. 
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CONCLUSION 

Therefore it is respectfully submitted that all pending Claims 1-24 are allowable, and 
allowance is requested. If the Examiner contemplates other action, please contact the undersigned 
at the telephone number given below. In the event that a time extension or other fees are needed 
please charge same to Deposit Account No. 03-1952 referencing docket no. 490102001500. 

Dated: October 4, 2006 Respectfully submitted. 

By "^X^^U^^PL^^^^ -^ 

Norman R. Klivans 

Registration No.: 33,003 
MORRISON & FOERSTER LLP 
755 Page Mill Road 
Palo Alto, California 94304-1018 
(650) 813-5850 



pa- 1092696 



